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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of Group I, claims 1-8, 17-25 and 35-42, in the 
reply filed on 4/21/2006 is acknowledged. The traversal is on the ground(s) that a 
search and examination of the entire application can be made without serious burden 
on the Examiner. This is not found persuasive because, regardless of the classification 
of the inventions, burden is established if a different field of search is necessary for the 
different inventions (see MPEP § 808.02). Specifically, the varying features of the 
inventions, including performing a physiological analysis, computing varying energy 
levels and utilizing multiple electrodes, would require divergent searches for the 
inventions in order to properly and completely examine the inventions, creating burden 
on the Examiner. 

2. The applicant further argues that claims 58-60, 62, 63, 79, 81 and 83 do not 
include language that requires performance of a physiology analysis, and that 
independent claim 74 states that the shock "occurs without the external defibrillator 
conducting a physiology analysis of the patient." As stated in the Restriction 
requirement, Inventions V and VI are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can 
be practiced by another and materially different apparatus or by hand, or (2) the 
apparatus as claimed can be used to practice another and materially different process. 
(MPEP § 806.05(e)). While claims 58-60, 62, 63, 79, 81 and 83 may not require 
performance of a physiology analysis, the invention is still fully capable of performing 
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one. Furthermore, while claim 74 may state that a physiology analysis is not conducted, 
this is viewed as functional language of the apparatus claims, and the invention is still 
fully capable of performing a physiology analysis. 

3. The applicant further argues that the claims of group I do not include language 
directed to the energy level from which the shock takes place. While this may be true, 
Group II states that there must be a discharge to a second energy level prior to delivery 
of the defibrillation shock, while group I only recites charging the defibrillator and then 
applying the defibrillation shock, with no preliminary discharge prior to the shock. 
Therefore, the shock of Group I is inherently delivered from a first level, whatever that 
level may be, while the shock of group II is delivered from a second level after a 
preliminary discharge, as stated in the claims. 

4. In the last paragraph of page 3 in the response, the arguments presented by the 
applicant in regard to groups I and IV have been found persuasive. As a result, group 
IV has been rejoined with elected group I. Groups II and III have not been rejoined with 
the elected invention due to the reasons presented in paragraphs 4 and 5 of the 
restriction requirement and the response to arguments presented above in paragraph 3. 

The requirement is still deemed proper and is therefore made FINAL. 

5. Claims 9-16, 26-34, 43-71 , and 74-83 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected invention, there being no 
allowable generic or linking claim. 

6. Claims 1-8, 17-25, 35-42, 72 and 73 are drawn to the elected invention and will 
be examined in this detailed action. 
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Information Disclosure Statement 

7. The information disclosure statements (IDS) submitted on 7/17/2003 and 
9/8/2005 were filed in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statements are being considered by the examiner. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 2, 3, 22, 36, 37, and 40-42 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. In claim 1 , it is stated that the 
charging began prior to intiating a physiology analysis. However, claim 2, which 
depends on claim 1, contains the limitation of "determining a rate to charging an energy 
storage device based at least in part upon said physiology analysis; and charging said 
energy storage rate at said rate." This is indefinite because claim 2 implies that the 
charging is dependent on the physiology analysis, while claim 1 states that the charging 
begins prior to the physiology analysis. 

10. Claim 3 depends from claim 2, and as a result is indefinite by its association. 

1 1 . Regarding claims 22 and 40, the term "greater than" found throughout the claims 
is indefinite. It is unclear whether "greater than" means that a specific time instant is 
longer in length than another time instant, or if it means that a specific time instant 
occurs after another time instant. For examination purposes, the Examiner assumes 
that a time instant is "greater" if it occurs after another time instant. 
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12. Regarding claims 36, 37 and 40-42, claim 36 recites the limitation "a first time 
instant", but is then followed by the symbol "(t 2 )", which implies a second time instant. 
This unclear wording and symbology renders the claim indefinite. For examination 
purposes, the Examiner assumes the applicant's meant to recite -a second time 
instant--. 

13. Claims 37 and 40-42 depend from claim 36, and is rendered indefinite by its 
association. 

Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

15. Claims 1-8 and 72 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Cameron et al. (US 5,803,927, hereinafter Cameron). Cameron discloses a method of 
operating an external defibrillator such that an energy storage device begins to charge 
soon after the defibrillator is activated and prior to initiating a physiology analysis is 
initiated to detect a ventricular fibrillation (Col. 10, lines 14-19). After beginning to 
charge the energy storage device, a physiology analysis is initiated, and a defibrillation 
shock can then be automatically applied without human intervention. Alternatively, a 
defibrillation shock can be delivered in response to receiving a firing input from a human 
operator without a physiology analysis occurring (Col. 6, liens 39-42). 
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16. Regarding claims 2-5, Cameron further discloses that once the precharge 
reaches a level of 1 100 volts, it will remain at that level until a ventricular fibrillation is 
detected by the physiology analysis. Upon detection, the device will update the 
charging rate from zero and begin to charge the device to a level of 1650 volts at a 
predetermined rate (Col. 10, lines 14-24). 

17. Regarding claim 6, Cameron further discloses that the defibrillator also 
determines the impedance of the patient (Col. 5, lines 42-54). 

18. Regarding claim 7, Cameron discloses that the defibrillator utilizes an ECG 
system as part of its physiology analysis (Col. 6, lines 42-50). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

21 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or(g) 
prior art under 35 U.S.C. 103(a). 

22. Claims 17-25, 35-42 and 73 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cameron. Cameron discloses the applicant's basic inventive 
method, including initially activating the external defibrillator. Following activation, the 
defibrillator determines if ventricular fibrillation is present and determines to charge the 
capacitor to 1650 volts. The charge rate is automatically determined and the charge is 
initiated. A physiology analysis to determine the impedance of the patient begins as 
well. Finally the shock is delivered. Cameron does not disclose, however, exactly when 
the physiology analysis is completed in relation to completion of a rate determination. 
However, it would have been an obvious matter of design choice to determine a rate for 
charging an energy storage device in order to substantially achieve the charge after 
about a fifth time instant and before about a seventh time instant, since the method of 
Cameron discloses the same steps as the applicant, and produces the same results. 

23. Regarding claims 20 and 38, it would have been obvious to one of ordinary skill 
in the art at the time of the applicant's invention to modify the charge level of a 
defibrillation shock based on the transthoracic impedance of the patient because, based 
on Ohm's law, where V=IR, the voltage level V is can be proportionally changed with 
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respect to the impedance R of the system in order to result in an equivalent current 
delivery I. 

24. Regarding claims 21 and 39, it would have been obvious to one of ordinary skill 
in the art at the time of the applicant's invention to include a physiology analysis 
comprising an ECG analysis in order to determine how serious the fibrillation is, and 
thus modify the rate of charging based on this determination. 

25. Regarding claim 73, Cameron does not specifically disclose that the firing input is 
disabled while the energy storage device is charging. However, it would have been 
obvious to one of ordinary skill in the art at the time of the applicant's invention to 
disable firing until the system is fully charged in order to deliver a fully charged, and thus 
most beneficial, defibrillation shock to the patient. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric D. Bertram whose telephone number is 571-272- 
3446. The examiner can normally be reached on Monday-Thursday and every other 
Friday from 9-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert E. Pezzuto can be reached on 571-272-6996. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000^ 
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